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to the appellants, the application is a continuation of
Application No. 07/806,174, filed December 13, 1991.  
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DECISION ON APPEAL

This decision on appeal relates to the final rejection of

claims 1-18, all the claims pending in the involved

application.  
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The claims on appeal are directed to a chemical vapor

deposition (CVD) process involving the formation of a metal

nitride.  

Appellants indicate on page 3 of their appeal brief that

the patentability of the appealed claims is not argued

separately.  Accordingly, all of the claims stand or fall with

representative claim 1 which reads as follows:

1.  A chemical vapor deposition process for preparing a
metal nitride, comprising contacting a metal halide with an
amine at a temperature sufficient to form a metal nitride.

The examiner relies upon the following four prior art

references of record to support multiple rejections of the

claims:

Bohg et al. (Bohg) 4,091,169 May  23,
1978
Gordon 4,535,000 Aug. 13,
1985
Goodman et al. (Goodman) 4,946,712 Aug. 
7, 1990

Matsumura            62-70208 (Japan) Mar. 31,
1987

The following rejections constitute the basis for this

appeal:

 I. Claims 1-3, 5 and 7-9 stand rejected under 35 U.S.C.

§ 102(b) as being anticipated by Matsumura.
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II. Claims 4, 6 and 10-18 stand rejected for obviousness

under 35 U.S.C. § 103 in view of Matsumura.

    III. Claims 1-18 stand rejected for obviousness under

35 U.S.C. § 103 in view of either Goodman or Gordon, with each

taken in combination with Bohg.

We affirm the rejections which are based upon Goodman,

Gordon and Bohg essentially for the reasons presented in the

examiner’s answer.  On the other hand, we reverse those

rejections which are based upon the Matsumura reference.

As for Matsumura, we agree with appellants that the

reference does not teach reacting a metal halide with an amine

to form a metal nitride via CVD.  As we construe appellants’

claims, the step of contacting a metal halide with an amine to

form a metal nitride is to be performed by a CVD method.  In

contrast, Matsumura suggests reacting a metal halide with an

amine in the liquid phase at a relatively low temperature. 

While Matsumura does mention that CVD techniques have been

used in the prior art to form metal nitrides, there is no

indication that these prior art CVD techniques involved

contacting a metal halide with an amine. 
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We now turn to the rejections grounded upon the combined

teachings of Goodman or Gordon with Bohg.  Appellants do not

seriously take issue with the propriety of the combination of

references.  Instead, appellants urge that application of the

collective teachings of the references, i.e. substitution of

amine for the ammonia reactant in Goodman or Gordon as

suggested by Bohg, would be expected to result in the

formation of a carbon-containing metal nitride rather than a

“substantially carbon-free” metal nitride.  As noted by the

examiner, this argument is not persuasive since the appealed

claims, as presently constituted, do not preclude the

formation of a metal nitride which contains carbon.

Moreover, we cannot agree with the comment on page 6 of

appellants’ brief to the effect that the limitation

“substantially carbon-free” is somehow inherent in the claims. 

We decline to read limitations into the claims which are not

explicitly recited therein.  See In re Prater, 415 F.2d 1393,

1404-1405, 162 USPQ 541, 550-551 (CCPA 1969).  The term

“nitride,” as used in the claims, is apparently a generic term

which embraces carbonitrides as well as those that are

substantially carbon-free.  Appellants have presented no
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evidence or convincing explanation to the contrary.  Indeed,

appellants apparent need for using the qualifying expression

“substantially carbon-free” on page 5, line 14, of their

specification (in order to distinguish over carbonitrides of

the prior art) represents an implicit acknowledgement of the

generic reach of the term “nitride.”
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In the event of further prosecution of the present claims

by appellants (as in a continuation application), we suggest

that the examiner revisit the Reedy and Schintlmeister

references cited on page 2 of appellants’ specification since

they apparently teach the CVD reaction of a metal halide with

an amine to form a metal carbonitride film.  The present

claims fail to distinguish over such prior art processes

since, as previously noted, the claims do not preclude

formation of a carbon-containing metal nitride; nor is it

clear that appellants’ metal nitrides in fact differ from the

carbonitride products of the prior art. 
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For the foregoing reasons, the decision of the examiner

is affirmed.

AFFIRMED

  

               MARC L. CAROFF )
Administrative Patent Judge )

)
)
)
) BOARD OF PATENT

CHUNG K. PAK )     APPEALS 
Administrative Patent Judge )       AND

)  INTERFERENCES
)
)
)

CHARLES F. WARREN )
Administrative Patent Judge )
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